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DETAILED ACTION 

Specification 

The disclosure is objected to because of the following informalities: the original 
specification discloses using a resin within a specified range (110023). However, it does 
not provide the temperature at which the viscosity is to be measured in either the claim 
or in the specification. 

Appropriate correction is required. 

Claim Objections 

Claim 38 is objected to because of the following informalities: Claim 38 has 
mistakenly omitted the units for the acid number. For the purpose of further 
examination the units will be interpreted as mg KOH/g. Appropriate correction is 
required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 39 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Considering Claim 39 : Claim 39 recites a limitation on the viscosity of the alkyd resin. 
However, it does not provide the temperature at which the viscosity is to be measured in 
either the claim or in the specification. Since viscosity is temperature dependent this 
leaves the claim indefinite. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-18, 21-25, and 27-29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Swamp et al. (US Pat. 6,087,464). 

Considering Claim 1 : Swamp et al. teaches a coating composition (2:15-18) comprising 
an alkyd resin with a polydispersity of greater then 1/less than 2 (1 1 :34-41 ) that is the 
reaction product of a polyester component (13:38-42) and a fatty acid component 
(13:53-65) that is preferably saturated (13:65-67); and a amino resin crosslinker (14:34- 
39). Swamp et al. also teaches the composition as having low discoloration/being 
substantially color stable (10:18-20). 

Considering Claims 2-4, 29, and 30 : The Office realizes that all of the claimed effects or 
physical properties are not positively stated by the reference(s). However, the 
reference(s) teaches all of the claimed ingredients. Therefore, the claimed effects and 
physical properties, i.e. the change in the b color component or the flexibility, would 
inherently be achieved by a composition with all the claimed ingredients. If it is the 
applicant's position that this would not be the case: (1) evidence would need to be 
provided to support the applicant's position; and (2) it would be the Office's position that 
the application contains inadequate disclosure that there is no teaching as to how to 
obtain the claimed properties with only the claimed ingredients. 

Considering Claims 5 and 6 : Swamp et al. teaches the coating composition as having a 
VOC content of less than 2.0 lbs/gal/0.25 kg/L (7:4-20). 

Considering Claims 7 and 8 : Swamp et al. teaches the alkyd resin being present in an 
amount of 15 to about 75 weight percent of the composition (4:1 1-14). 
Considering Claim 9 : Swamp et al. teaches alkyd resin having a number average 
molecular weight of from 500 to 20,000 (13:35-42). 
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Considering Claim 10 : Swamp et al. teaches an embodiment with 75% solids content 
(7:4-6). 

Considering Claims 11-13 : Swamp et al. teaches the polyester being a reaction product 
of a aliphatic polyol and a acid that is preferably phthalic anhydride, isophthlaic acid, 
succinic acid, or adipic acid (13:43-52). 

Considering Claims 14 and 15 : Swamp et al. teaches the diols as being a mixture 
(1 1 :65-66) of neopentyl glycol and trimethylol propane (1 1 :66-1 2:1 3). 
Considering Claim 16 : Swamp et al. teaches the fatty acid as coming from animal or 
vegetable fats or oils/being naturally occurring (13:57). 

Considering Claims 17 and 18 : Swamp et al. teaches the fatty acid as being selected 
from palmitic, lauric, stearic, carpic, carpylic, or mysteric acid or mixtures thereof (13:60- 
65). 

Considering Claims 21-23 : Swamp et al. teaches amino crosslinker as being melamine 
formaldehyde (4:50-60) and being present in an amount of 5 to 55 weight percent (4:14- 
19). 

Considering Claim 24 : Swamp et al. teaches the composition as comprising a mixture 
of an alkyd resin and an epoxy component as the polyol of the composition (Claim 18). 
Considering Claim 25 : Swamp et al. teaches the composition as comprising a solvent 
that can be a ketone, xylene or an alcohol (15:66-16:17). 

Considering Claim 27 : Swamp et al. teaches the composition as comprising BYK 301 
and 302/silicone resins as flow control agents (17:59). 

Considering Claim 28 : Swamp et al. teaches an acid catalyst that is p-toluene sulfonic 
acid or dodecylbenzene sulfonic acid (17:1-10). 

Claims 31-37 and 40 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Swamp et al. (US Pat. 6,087,464). 

Considering Claims 31-33 : Swamp et al. teaches a coating composition (2:15-18) 
comprising an alkyd resin with a polydispersity of greater then 1/less than 2 (1 1 :34-41 ) 
that is the reaction product of a polyester component (13:38-42) and a fatty acid 
component (13:53-65) that is preferably saturated (13:65-67). Swamp et al. teaches the 
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polyester being a reaction product of a aliphatic polyol and a acid that is preferably 
phthalic anhydride, isophthlaic acid, succinic acid, or adipic acid (13:43-52) and the 
alkyd resin having a number average molecular weight of from 500 to 20,000 (13:35- 
42). 

Considering Claims 34 and 35 : Swamp et al. teaches the diols as being a mixture 

(1 1 :65-66) of neopentyl glycol and trimethylol propane (1 1 :66-1 2:1 3). 

Considering Claims 36 and 37 : Swamp et al. teaches the fatty acid as being selected 

from palmitic, lauric, stearic, carpic, carpylic, or mysteric acid or mixtures thereof (13:60- 

65). 

Considering Claim 40 : Swamp et al. teaches an embodiment with 75% solids content 
(7:4-6). 

Claim 41 is rejected under 35 U.S.C. 102(b) as being anticipated by Swamp et 
al. (US Pat. 6,087,464). 

Considering Claim 41 : Swamp et al. teaches a steel panel/metal substrate coated with 
a a coating composition (2:15-18) comprising an alkyd resin with a polydispersity of 
greater then 1/less than 2 (1 1 :34-41 ) that is the reaction product of a polyester 
component (13:38-42) and a fatty acid component (13:53-65) that is preferably 
saturated (13:65-67); and a amino resin crosslinker (14:34-39). Swamp et al. also 
teaches the composition as having low discoloration/being substantially color stable 
(10:18-20). Swamp et al. also teaches the alkyd resin as having a number average 
molecular weight of from 500 to 20,000 (13:35-42). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Swamp et al. (US Pat. 6,087,464) as applied to claim 1 above, and further in view 
of Sodhi (US Pat. 5,269,839). 

Considering Claims 19 and 20 : Swamp et al. teaches the composition of claim 1 as 
shown above. 

Swamp et al. does not teach the acid number as being as claimed. However, 
Sodhi teaches an alkyd resin for coatings that has an acid number of between 5 and 10 
(2:29-43). Swamp et al. and Sodhi are combinable as they are concerned with the 
same field of endeavor, namely alkyd resin coatings. It would have been obvious to a 
person having ordinary skill in the art at the time of invention to have used an alkyd 
resin with the acid number of Sodhi in the coating of Swamp et al., and the motivation to 
do so would have been, as Sodhi suggests to provide a clear resin (1 :23). 

Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Swamp 
et al. (US Pat. 6,087,464) as applied to claim 1 above, and further in view of Hall (US 
Pat. 4,857,578). 

Considering Claim 26 : Swamp et al. teaches the composition of claim 1 as shown 
above. 

Swamp et al. does not teach the composition as comprising a wax. However, 
Hall teaches adding a polyethylene wax (4:54-57) to an alkyd resin coating (2:18-20). 
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Swamp et al. and Hall are combinable as they are concerned with the same field of 
endeavor, namely alkyd resin coatings. It would have been obvious to a person having 
ordinary skill in the art at the time of invention to have added the wax of Hall to the 
coating of Swamp et al., and the motivation to do so would have been, as Hall 
suggests, to reduce the surface tension of the coating and therefore increase the water 
stability of the coating (4:33-35). 

Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over Swamp 
et al. (US Pat. 6,087,464) as applied to claim 31 above, and further in view of Sodhi (US 
Pat. 5,269,839). 

Considering Claim 38 : Swamp et al. teaches the composition of claim 31 as shown 
above. 

Swamp et al. does not teach the acid number as being as claimed. However, 
Sodhi teaches an alkyd resin for coatings that has an acid number of between 5 and 10 
(2:29-43). Swamp et al. and Sodhi are combinable as they are concerned with the 
same field of endeavor, namely alkyd resin coatings. It would have been obvious to a 
person having ordinary skill in the art at the time of invention to have used an alkyd 
resin with the acid number of Sodhi in the coating of Swamp et al., and the motivation to 
do so would have been, as Sodhi suggests to provide a clear resin (1 :23). 

Claim 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over Swamp 
et al. (US Pat. 6,087,464) as applied to claim 31 above. 

Considering Claim 39 : Swamp et al. teaches the composition of claim 31 as shown 
above. Swamp et al. also teaches composition as having a low viscosity (6:13-36). 

Swamp et al. does not teach the alkyd resin having the claimed viscosity. 
However, it is well known in the art to optimize result effective variables such as 
viscosity. It would have been obvious to a person having ordinary skill in the art at the 
time of invention to have used a resin with the claimed viscosity, and the motivation to 
do so would have been, as Swamp et al. suggests, to provide a high solids content 
coating with low VOC (6:27-36). 
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The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO form 892. 

Response to Arguments 

Applicant's arguments with respect to claims 1-41 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Liam J. Heincer whose telephone number is 571-270- 
3297. The examiner can normally be reached on Monday thru Friday 7:30 to 5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571-272-1 197. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Mark Eashoo/ 

Supervisory Patent Examiner, Art Unit 1796 
10-Apr-08 



LJH 

March 31, 2008 



